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Applicant(s) 

SAWATZKI ET AL. 


Examin r 

Charesse L. Evans 


Art Unit 

1615 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 10 April 2001 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 7-72 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 7-72 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

"13)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)HAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. (3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) Paper No(s). . 

2) [Zl Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) |3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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Art Unit: 1615 

DETAILED ACTION 

Claims 1-12 are pending in this Action. 
Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
US.G H9(a)-(d). 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.G 112: 

The specification shall conclude with one or more claims particularly pointing out and distincdy claiming the subject 
matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.G 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The transitional phrases "comprising", "consisting essentially of y and 
"consisting of define the scope of a claim with respect to what unrecited additional 
components or steps, if any, are excluded from the scope of the claim. 

The transitional term "comprising", which is synonymous with "including," 
"containing," or "characterized by," is inclusive or open-ended and does not exclude 
additional, unrecited elements or method steps. See, e.g., Genentech, Inc. v. Chiron 
Corp., 112 F.3d 495, 501, 42 USPQ2d 1608, 1613 (Fed. Cir. 1997) ("Comprising" is a 
term of art used in claim language which means that the named elements are essential, 
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but other elements maybe added and still form a construct within the scope of the 
claim.); Moleculon Research Coip. v. CBS, Inc., 793 F.2d 1261, 229 USPQ 805 (Fed. 
Or. 1986); In re Baxter, 656 F.2d 679, 686, 210 USPQ 795, 803 (CCPA 1981); Ex 
parte Davis, 80 USPQ 448, 450 (Bd. App. 1948) ("comprising" leaves "the claim open 
for the inclusion of unspecified ingredients even in major amounts"). 

The transitional phrase "consisting of ' excludes any element, step, or 
ingredient not specified in the claim. In re Gray, 53 F.2d 520, 11 USPQ 255 (CCPA 
1931); Ex parte Davis, 80 USPQ 448, 450 (Bd. App. 1948) ("consisting of ' defined as 
"closing the claim to the inclusion of materials other than those recited except for 
impurities ordinarily associated therewith."). A claim which depends from a claim 
which "consists of 7 the recited elements or steps cannot add an element or step. 
When the phrase "consists of' appears in a clause of the body of a claim, rather than 
immediately following the preamble, it limits only the element set forth in that clause; 
other elements are not excluded from the claim as a whole. Mannesmann Demag 
Coip. v. Engineered Metal Products Co., 793 F.2d 1279, 230 USPQ 45 (Fed. Or. 
1986). Claim 1, line 3, incorporates both transitional phrases "contain" and "consist". 
A claim can only recite one transitional phrase. Correction is required. 

Claim 12 provides for the use of carbohydrate mixtures, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
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merely recites a use without any active, positive steps delimiting how this use is 
actually practiced. 

Gaim 12 is rejected under 35 U.S.C 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim 
under 35 U.S.C. 101. See for example Ex parte Durki, 153 USPQ 678 (Bd.App. 1967) 
and CM Products, Ltd v. Brmner, 255 F. Supp. 131, 149 USPQ 475 (D.D.G 1966). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.G 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
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for the examiner to consider the applicability of 35 U.S.C 103(c) and potential 35 
U.S.C 102(e), (f) or (g) prior art under 35 U.S.G 103(a). 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Green et al (US 5,792,754) in view of Paul (US 5,744,134). 

Green discloses a nutritional composition composed of oligosaccharides such 
as galacto- oligosaccharides present in the amount of 8-40% (column 3, lines 1-16). 
The reference composition also contains inulin which is a polysaccharide consisting of 
fructose units in an amount ranging from 20-40% (column 2, lines 48-56). While the 
reference does not expressly teach applicant's claimed amounts of carbohydrate 
components A and B, differences in concentration will not support the patentability 
of subject matter encompassed by the prior art unless there is evidence indicating 
such concentration is critical. Where the general conditions of a claim are disclosed in 
the prior art, it is not inventive to discover the optimum or workable ranges by 
routine experimentation. InwAlkr, 220 R2d 454, 105 USPQ 233, 235 (CCPA 1955). 

The nutritional composition disclosed by Green will further contain digestible 
carbohydrates that may include monosaccharides, disaccharides and digestible oligo- 
and polysaccharides (column 4, lines 24-30). It has been shown that administration of 
fructo- oligosaccharides (FOS) enhances growth of the bifidobacteria population in 
the intestine, suppresses production of putrefactive factors, improves blood lipid 
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levels in hyperlipidemia patients and provides relief from constipation (Paul c 134, 
column 7, lines 16-24). 



Conclusion 
No claims are allowed at this time. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Qiaresse L. Evans whose telephone number is 
703-308- 6400. The examiner can normally be reached on Monday -Thursday 7:00a - 
4:30p; Alternating Fridays 7:00a - 3:30p. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on 703-308-2927. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
308-4556 for regular communications and 703-308-4556 for After Final 
communications . 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703- 
308-1235. 




March 12, 2002 



